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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments with respect to claims 1,2,4-13, 24-28, 30-33 have been 
considered but are moot in view of the new ground(s) of rejection. 



Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 1 ,2,4-1 3,24-28,30-33 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1 , 
12, 13, 14, 15, 20, 21, 22, 23 of copending Application No. 11/787,368 (#368) and 
further in view of Ando et al (US 6,353,702). Although the conflicting claims are not 
identical, they are not patentably distinct from each other because 
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For claim 1 of the instant application, #368 teaches generating means for 
generating clipMark formed by a mark specifying a characteristic picture extracted from 
an input AV stream, as management information for supervising the AV stream, and for 
generating PlayListMark, formed by marks pointing to a picture optionally specified by a 
user, from a reproduction domain corresponding to a PlayList defining the combination 
of preset domains in said AV stream (see claims 1, 12, 13, 14, 15, 20, 21 , 22 and 23 of 
#368); and 

recording means for recording said ClipMark and PlayListMark as respective 
independent table with on a recording medium (see claims 1, 12, 13, 14, 15, 20, 21 , 22 
.and 23 of #368). 

However #368 fails to teach a predetermined format and wherein the PlayList 
comprises a plurality of playback domains represented by a pair of an In-point and an 
OUT-point on a time axis, andwherein the mark stored in the ClipMark of the Clip 
referenced by the PlayList is capable of being a reference when the PlayList is 
reproduced. Ando et al teach a predetermined format (the user defined PGC 
information table and play list search pointer table, which have different format are two 
independent table stored in the RTR.IFO shown in figure 8 and figure 23) and the 
PlayList comprises a plurality of playback domains represented by a pair of an In-point 
and an OUT-point on a time axis (e.g. figure 7A, and column 11, lines 30-40, for 
example PGC#2,which is considered to be the "playlist" playback cellA->CellE->cellF 
and all these cells in the PGC are considered to be the playback domains, wherein the 
start and end of a cell is considered to be the in-point and out-point, for example, figure 
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7A, "start of presentation of Cell A" and "end of presentation of cell A"), and wherein the 
mark stored in the ClipMark of the Clip referenced by the PlayList is capable of being a 
reference when the PlayList is reproduced (e.g. the cells are referenced by the PGC 
because the PGC defines what cell to be playback. See column 1 1 , lines 30-40 and 
figure 7). It would have been obvious to one ordinary skill in the art at the time the 
invention was made to have incorporated the teaching of Ando et al into the teaching of 
#368 for fast data editing and fast data reproduction. 

Claims 12, 13, 25, 27, 28 and 30 of the instant application are rejected for the 
same reasons as claim 1 of the instant application above. 

Claim 4 of the instant application is the same as claim 4 of #368. 

Claim 5 of the instant application is the same as claim 5 of #368. 

Claim 6 of the instant application is the same as claim 6 of #368. 

Claim 7 of the instant application is the same as claim 7 of #368. 

Claim 26 of the instant application is the same as claim 16 of #368. 

Claim 24 of the instant application is the same as claim 3 of #368. 

Claim 2 of the instant application is the same as claim 2 of #368. 

Claims 8,9, 10, 11,31,32, 33of the instant application are the same as claim 8, 9, 
10, 11,17,18,19 of #368, respectively. 

4. This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claim 2 recites the limitation "Cliplnformaiton file" and "PlayList File" in claim 1 . 

There is insufficient antecedent basis for this limitation in the claim. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 13, 28 and 30 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. There's no support in the specification for 
"computer-readable mediumf 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
• conditions and requirements of this title. 
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The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility" (Official Gazette notice of 22 November 2005), Annex IV, 
reads as follows: 

Nonfunctional descriptive material that does not constitute a statutory process, machine, 
manufacture or composition of matter and should be rejected under 35 U.S.C. Sec. 101 . Certain types of 
descriptive material , such as music, literature, art, photographs, and mere arrangements or compilations 
of facts or data, without any functional interrelationship is not a process, machine, manufacture or 
composition of matter. USPTO personnel should be prudent in applying the foregoing guidance. 
Nonfunctional descriptive material may be claimed in combination with other functional descriptive multi- 
media material on a computer-readable medium to provide the necessary functional and structural 
interrelationship to satisfy the requirements of 35 U.S.C. Sec. 101. The presence of the claimed 
nonfunctional descriptive material is not necessarily determinative of nonstatutory subject matter. For 
example, a computer that recognizes a particular grouping of musical notes read from memory and upon 
recognizing that particular sequence, causes another defined series of notes to be played, defines a 
functional interrelationship among that data and the computing processes performed when utilizing that 
data, and as such is statutory because it implements a statutory process. 



6. Claims 13, 28 and 30 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter as follows. 

Claim 13 recites a computer-readable medium for storing program code which 
does not impart functionality to a computer or computing device, and is thus considered 
nonfunctional descriptive material. Such nonfunctional descriptive material, in the 
absence of a functional interrelationship with a computer, does not constitute a statutory 
process, machine, manufacture or composition of matter and is thus non-statutory per 
se. 

Claim 28 recites a computer-readable medium "adapted to" store a computer 
program which does not impart functionality to a computer or computing device, and is 
thus considered nonfunctional descriptive material. Such nonfunctional descriptive 



material, in the absence of a functional interrelationship with a computer, does not 
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constitute a statutory process, machine, manufacture or composition of matter and is 
thus non-statutory per se. 

Claim 30 recites a computer-readable "adapted to" store an AV stream which 
does not impart functionality to a computer or computing device, and is thus considered 
nonfunctional descriptive material. Such nonfunctional descriptive material, in the 
absence of a functional interrelationship with a computer, does not constitute a statutory 
process, machine, manufacture or composition of matter and is thus non-statutory per 
se. 



Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. * 

7. Claims 1, 2, 4, 6, 12, 13, 25, 26, 27, 28, 30, 31 and 32 are rejected under 35 
U.S.C. 102(e) as being anticipated by Ando et al (US 6,353,702 B1). 

In regards to claim 1, Ando et al teach generating means for generating 
clipMark formed by a mark specifying a characteristic picture extracted from an input AV 
stream, as management information for supervising the AV stream (e.g. column 29, 
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lines 15-44, the "cell information search pointer" in the user defined PGC information 
table is considered to be the clipMark and the "still picture cell" is considered to be the 
clip, the cell information search pointer points to the start address of the "still picture 
cell", also see figure 35 for the structure of the PGC and the Cell), and for generating 
PlayListMark, formed by marks pointing to a picture optionally specified by a user, from 
a reproduction domain corresponding to a PlayList defining the combination of preset 
domains in said AV stream (e.g. figure 7, column 11, lines 30-40, and column 12, lines 
1-22, the thumbnail pointer information in "play list search pointer table" is considered to 

r 

be the PlayListMark because the thumbnail pointer points to thumbnail image specified 
by user, see column 5, lines 34-37. the PGC is considered to be the playlist because 
the playlist search pointer contains "PGC number information corresponding to this play 
list", figure 7 shows plurality of Cell. Each is considered to be "a reproduction domain" 
); and 

recording means for recording said ClipMark and PlayListMark as respective 
independent table with a predetermined format on a recording medium ( the user 
defined PGC information table and play list search pointer table are two independent 
table stored in the RTR.IFO shown in figure 8 and figure 23), 

wherein the PlayList comprises a plurality of playback domains represented by a 
pair of an In-point and an OUT-point on a time axis (e.g. figure 7A, and column 1 1 , lines 
30-40, for example PGC#2,which is considered to be the "playlist" playback cellA- 
>CellE->cellF and all these cells in the PGC are considered to be the playback 
domains, wherein the start and end of a cell is considered to be the in-point and out- 
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point, for example, figure 7A, "start of presentation of Cell A" and "end of presentation of 
cell A"), and 

wherein the mark stored in the ClipMark of the Clip referenced by the PlayList is 
capable of being a reference when the PlayList is reproduced (e.g. the cells are 
referenced by the PGC because the PGC defines what cell to be playback. See column 
1 1 , lines 30-40 and figure 7). 

Claims 12, 13, 25, 27, 28 and 30 are rejected for the same reasons discussed in 
claim 1 above. 

For claim 4, Ando et al teach in reproducing said playList, said mark forming the 
clipMark of said AV stream corresponding to the reproduction domain of said playList is 
referenced (e.g. the cells are referenced by the PGC because the PGC defines what 
cell to be playback. See column 1 1 , lines 30-40 and figure 7. the start address of the 
cell in the medium has to be known by using the "cell information pointer"). 

For claims 6, 31 and 32, Ando et al teach the mark forming the clipMark or said 
mark forming the playListMark compreses the information specifying an entry point of 
an elementary stream (e.g. figure 24, Still Picture cell entry point included in the Still 
picture cell info, column 29, lines 39-57). 

For claim 26, Ando et al teach presentation controlling means for managing 
control to cause a list by a thumbnail picture associated with said playListMark to be 
presented to a user (e.g. column 12, lines 13-22 and column 5, lines 34-37). 

For claim 2, Ando et al teach generating means generates said clipMark and 
said playlistMark as a first syntax of a cliplnfomation file and as a second syntax of a 
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playlist file, respectively (e.g. the "play list search pointer table" corresponds to PlayList 
file, and the "user defined PGC information table" corresponds to the cliplnformation file. 
The two tables have different data structure. Thus they have different syntax file.). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the , 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 5, 7,8, 9, 11, 24 and 33 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Ando et al (US 6,353,702 B1) as applied to claims 1, 2, 4, 6, 12, 13, 

25, 26, 27, 28, 30, 31 and 32 above, and further in view of Kikuchi et al (US 6,580,872 

B1). 

See the teaching of Ando et al above. 

For claim 5, Ando et al fail to specify mark of the playlistMark comprises 
presentation time stamp and the identification information for indicating one 
reproduction domain specified on said AV stream data forming the reproduction rout of 
said playList. Kikuchi et al teach mark of the playlistMark comprises presentation time 
stamp and the identification information for indicating one reproduction domain specified 
on said AV stream data forming the reproduction rout of said playList (e.g. column 18, 
lines 9-22, see figure 21-23, PTM corresponds to the presentation time stamp, cell 
number CN corresponds to the identification information and "resume" target cell 
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corresponds to the reproduction route of the playlist). It would have been obvious to 
one ordinary skill in the art at the time the invention was made to incorporate the 
teaching of Kikuchi et al into the teaching of Ando et al for easy and flexible editing 
(Kikuchi et al, column 1 , lines 40-43). 

For claim 7, Kikuchi et al teach the mark of the playListMark comprises the 
information of the type at least including the Resume point of the start point of a favorite 
scene or a Resume point of the playList specified by a user (e.g. column 18, lines 9-22, 
resume target cell). 

For claims 11, 24 and 33, Kikuchi et al teach mark of said cliMark comprises a 
scene change point, a commercial start point, a commercial end point of a title 
displaying scene (e.g. column 29, 19-31). 

For claim 8, Kikuchi et al teach mark of the clipMark and mark of the 
playlistMark are represented by an address of a relative source packet corresponds to 
an entry point of said AV stream (e.g. column 8, lines 22-34 and lines 49-67). 

For claim 9, Kikuchi et al teach mark of the clipMark and said mark of the 
playListmark are represented by a first address of a relative source packet 
corresponding to an entry point of said AV stream and by a second address of an offset 
from said first address, respectively (e.g. column 20, lines 54-60). 

9. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ando et 
al (US 6,353,702) as applied to claims 1, 2, 4, 6, 12, 13, 25, 26, 27, 28, 30, 31 and 32 
above, and further in view of Kazui et al (US 5,642,174). 



Application/Control Number: 10/018,838 
Art Unit: 2621 



Page 12 



See the teaching of Ando et al above. 

Regarding claim 10, Ando et al fail to teach type detection means for detecting 
the type of said characteristic picture. Kazui et al teach detection means for detecting 
the type of said characteristic picture (e.g. column 3, lines 27-44). It would have been 
obvious for one ordinary skill in the art at the time the invention was made to incorporate 
the teaching of Kazui et al into the teaching of Ando et al to detecting a scene change 
accurately (Kazui et al, column 2, lines 24-28). 
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